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REMARKS 

Claims 1, 7-13, 17-29, 35-41, 45-56 stand rejected under 35 USC 103(a) on Minami in 
view of Murschall '352 or Murshall '754. Applicants amended claims 1,21, 22, 29, 49, and 50. 
Support for the amendments to claims 1 and 29 can be found in paragraphs [0002], [0015]- 
[0016], and [0031]-[0057] of the specification, while support for the amendments to claim 21, 
22, 49 and 50 can be found in paragraph [0019]. 

Claim 1 as amended involves "A co-extruded multi-layer translucent polyester 
film... having a co-extruded AB or ABA structure,... wherein the total concentration of talc in 
the at least one A layer is about 0.5% to about 15% based upon total weight of the layer, and 
wherein the gloss level measured at 60 degree angle from an A layer side is about 39 or greater." 
In other words, claim 1 involves a translucent film with a relatively glossy surface and an AB or 
ABA structure. 

Minami does not disclose a film with the claimed level of gloss. In Minami, talc is 
purposefully used to produce a roughened surface. According to Minami, "[t]he film of the 
[Minami' s] present invention as described above is roughened on the surface, and is superior in 
the writability and transcribability by pencils, ink, Indian ink, etc.. ." (paragraph[57], Abstract). 
The embodiments disclosed in Minami also do not exhibit the claimed level of gloss. On the 
other hand, Murschall '352 and '754 do not disclose a film with the claimed AB or ABA 
structure. 

Further, it is not obvious to modify Minami in view of Murschall to obtain the claimed 
level of gloss. According to MPEP 2143.01(V), "If [the] proposed modification would render 
the prior art invention being modified unsatisfactory for its intended purpose, then there is no 
suggestion or motivation to make the proposed modification." Minami teaches making a film 
with a roughened surface suitable for pencil writing while the embodiment claimed is directed to 
a film with a glossy surface. A glossy surface is naturally unsuitable for pencil writing, and 
making the surface of the film disclosed in Minami more glossy defeats the intended purpose of 

6 

va- 192477 



Application No. 10/685,263 Docket No. 584642001200 

the film. Since modifying the invention of Minami in combination with Murschall renders it 
unsuitable for its intended purpose, there is no motivation to make the proposed modification. 
Accordingly, Minami should not be combined with Murschall, and this rejection should be 
withdrawn. 

In the same token, claim 29 involves the method for preparing a translucent polyester 
film having a surface with the gloss level of about 39 or greater. Since Minami and Murschall 
are not combinable, this rejection should be withdrawn. 

Claims 10 and 38 stand rejected under 35 USC 103(a) on Minami in view of Murschall 
'352 and '754. Again, Minami and Murschall are not combinable, and this rejection should also 
be withdrawn. 

Claims 1 and 29 stand rejected under 35 USC 103(a) on Minami in view of Murschall 
'352 and '754 and further in view of Edwards. Edwards is also not combinable with Minami to 
achieve the claimed level of gloss for the reason stated above. In addition, Edwards recommends 
less than 200 ppm use of talc (Column 4 lines 50-61), which is far less than the 0.5 weight % in 
the A layer claimed in claims 1 and 29. Accordingly, this rejection also should be withdrawn. 

Finally, claim 57 is new. Support for this claim can be found in paragraphs [0014]- 
[0016] of the specification. This new claim involves a film with an AB or ABA structure which 
has at least two layers with varying concentrations of talc. None of the cited references discloses 
a film with at least two layers with varying concentrations of talc. Accordingly, this new claim 
is patentable. 

In view of the above, each of presently pending claims in this application is in immediate 
condition for allowance. Accordingly, the Examiner is respectfully requested to withdraw the 
outstanding rejections of the claims and to pass this application to issue. 
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In the event that the transmittal form is separated from this document and the Patent and 
Trademark Office determines that an extension and/or other relief is required, Applicants petition 
for any required relief including extensions of time and authorizes the Commissioner to charge 
the cost of such petitions and/or other fees due in connection with the filing of this document to 
Deposit Account No. 03-1952 referencing 584642001200 . 

Dated: March 1 , 2007 Respectfully submitted, 
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Telephone: (703) 760-7312 
Facsimile: (703) 760-7777 
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